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Any relevant prior art from the prosecution of EP 1 ,308,327 must be cited in 
response to this action. 

Applicant's election of claims 1-4, with traverse, is acknowledged. The traverse, 
based on the allegation that claim 5 could have been presented as a dependent claim, 
has been carefully considered. The Examiner has no problem with rejoining claim 5 as a 
dependent claim if applicants rewrite it as such. Absent that the Examiner maintains that 
claim 5 as currently written does not include all of the limitations of claim 1 and hence, 
technically, could not be rewritten as a dependent claim unless additional limitations 
from claim 1 were added. To be perfectly clear, the Examiner will allow claims 5, 6, and 
7 rewritten as dependent claims, from claim 1, assuming an allowable claim 1 is found. 
Until then the restriction requirement is deemed proper and made final. 

The Examiner recalls recently allowing SN 10/014408 which is very related to 
this application. Are there any other applications related to this application, which the 
Examiner should be aware of? 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-4 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of copending 
Application No. 10/041,408. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because they simply claim the same rejection 
here more broadly than in SN 10/041408 (corresponding to US 2003/01 2721 9A1). The 
rationale for requiring terminal disclaimer is set forth in the Goodman case, supra. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is unclear in claim 4 whether applicant is claiming all the alternatives or if the 
claim would be satisfied by prior art disclosing one of the alternatives. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Yoshioka (USP 4,383,574). 

Yoshioka discloses a refrigeration system having a compressor 4, driver 
manipulated switch (&4 or 23), evaporator 2, a temperature control mechanism (1 1 and 
associated hardware), a driver-manipulated temperature selector 13. 

A " first control schedule" is defined in the region of cold and med when the 
compressor capacity is varied and the air-mix door is held closed. A " second control 
schedule" is defined in the region from med to hot when the air conditioning mode is 
disabled. 

Similarly, when switch 23 is actuated a first control schedule of compressor 
capacity (full) and air mix door position (varied from med to hot) is defined. When switch 
23 is disabled the air mix door position is varied according to a second control schedule 
which is similar to the first one except for the fact that the compressor is not actuated. 

Regarding claim 2, this is disclosed in the cold and med operation mode when 
the dehumidify switch is de-actuated. See the feedback loop connected to sensor 25. 
"The desired temperature at the evaporator is substantially 0°C-2°C. See col. 6, lines 12-19 
of Yoshioka. Regarding claims 3 and 4, switches 23 and 24 and v 25 are deemed " entry 
conditions" giving the term its broadest reasonable interpretation. 

Finally, while it is not necessary to find anticipation based on a narrow reading of 
the disclosure it is noted that implicit in applicant's method steps is the underlying use of 
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a microcomputer to implement the control algorithm. To have suitably programmed any 
known microcomputer automobile HVAC system of which official notice is taken with a 
program to mimic the analog system functions of Yoshioka would have been obvious to 
one of ordinary skill since the cost of these systems has dropped dramatically to the 
point where they are ubiquitous in the automotive HVAC field. 

Any inquiry concerning this communication should be directed to John Ford at 
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telephone number 308-2636. 
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